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DETAILED ACTION 

1 . The following is a non-final, First Office Action on the merits. Claims 1 - 22 are 
pending. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of matter, 
or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

3. Claims 1-22 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Based on Supreme Court precedent, a 
method/process claim must (1 ) tied to a particular machine or apparatus (see at least 
Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 
(1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 
780, 787-88 (1876)) or (2) transform underlying subject matter (such as an article or 
materials) to a different state or thing (see at least Gottschalk v. Benson, 409 U.S. 63, 
71 (1972)). A method/process claim that fails to meet one of the above requirements is 
not in compliance with the statutory requirements of 35 U.S.C. 101 for patent eligible 
subject matter. Here the claims fails to meet the above requirements because the steps 
are neither tied to another statutory class of invention (such as a particular apparatus) 
nor physically transform underlying subject matter (such as an article or materials) to a 
different state or thing. 

Claim Rejections - 35 USC § 103 
1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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2. Claims 1-13, 15-22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kalt et al., (6,897,786) in view of Turnpike: Doing What It Does 
Best?, Matthew Purdy, New York Times, New York, NY, November 7, 1999, pg. B 
37, ("Turnpike"). 

As per claims 1,13, Kalt discloses a method of generating revenue from the 
right to display advertising information on or adjacent to a public right-of-way, the 
method comprising the steps of: 

providing a support on or adjacent to a public right-of-way including at least one 
lane for vehicle traffic to move in a first direction and a second lane spaced to a side of 
the one lane for vehicle traffic to move in a second direction oppositely to the first 
direction (column 1, lines 25-40); 

providing information pertaining to the public right-of-way on the support in a 
manner that the information is viewable by an occupant of a vehicle in the one lane 
moving in a first direction and facing generally in the first direction (column 1 , lines 25- 
40); 

Kalt does not explicitly disclose providing advertising information unrelated to the 
public right-of-way on the support so that the advertising information is viewable by an 
occupant of a vehicle moving in the second direction in one of the lanes and facing in 
the second direction ; and charging a fee to an entity to allow the advertising information 
to be maintained on the support by the entity. 

However, Turnpike discloses providing advertising information unrelated to the 
public right-of-way on the support so that the advertising information is viewable by an 
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occupant of a vehicle moving in tine second direction in one of the lanes and facing in 
the second direction ; and charging a fee to an entity to allow the advertising information 
to be maintained on the support by the entity (page B 37, where two sided billboards 
offer advertisement for turnpike traffic at a cost to advertisers). 

Therefore, it would have been obvious to one of ordinary si<ill in the art at the 
time the invention was made to add Turnpike's two sided billboards with advertisements 
to Kalt's highway overpass traffic signs. One would be motivated to do this in order to 
provide advertisers with new ways of advertising their products. 

As per claim 2, Turnpike further discloses the step of providing advertising 
information comprises providing the advertising information on a substantially flat, first 
display surface facing in the first direction (page B37). 

As per claim 3, Kalt further discloses the step of providing information pertaining 
to the public right-of-way comprises providing information pertaining to the public right- 
of-way on a substantially flat, second display surface facing oppositely to the first 
direction (column 1, lines 25-40). 

As per claim 4, Turnpike further discloses the step of illuminating the advertising 
information (page 837). 

As per claims 5-8, 16-19, Kalt further discloses the step of providing information 
pertaining to the public right-of-way comprises providing information pertaining to the 
public right-of-way on a first display surface that is on the support in an elevated 
position and at least partially directly over the one lane (column 1 , line 64 - column 2, 
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line 16, the sign is disclosed to be mounted on overpasses of highways which is 
equivalent to at least one traffic lane). 

As per claims 9-12, 20-22, Turnpike further discloses the step of providing 
information pertaining to the right-of-way comprises providing information pertaining to 
the right-of-way on a first display surface with a first area on the support, and the step of 
providing advertising information comprises providing advertising information on a 
second display surface with a second area on the support so that the first and second 
areas overlap both sideways and in a vertical direction (page B37). 

As per claim 15, Kalt discloses there is a first shoulder region to a side of the 
first and second lanes opposite to the one side and the step of providing the second 
display system comprises providing the second display system at least partially directly 
over the first shoulder region (column 1 , line 64 - column 2, line 1 6, where near the 
roadway is equivalent to shoulder region). 

3. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kalt 
et al., (6,897,786) in view of Turnpike: Doing What It Does Best?, Matthew Purdy, 
New York Times, New York, NY, November 7, 1999, pg. B 37, ("Turnpike") further 
in view of Mudryk et al., (6,267,529). 

As per claim 14, the Kalt and Turnpike combination discloses the claimed 
invention as in claim 13. The combination does not disclose there is a center median 
between the first and second lanes and the third and fourth lanes, and the step of 
providing the second display system comprises providing the second display system at 
least partially over the center median. 
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However, Mudryk discloses there is a center median between tlie first and 
second lanes and the third and fourth lanes, and the step of providing the second 
display system comprises providing the second display system at least partially over the 
center median (column 1, lines 15-33). 

Therefore, it would have been obvious to one of ordinary si<ill in the art at the 
time the invention was made to add Mudryk's highway median sign to Kalt's highway 
traffic signs. One would be motivated to do this in order to provide advertisers with new 
ways of advertising their products. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ALVIN L. BROWN whose telephone number is 
(571)270-5109. The examiner can normally be reached on Monday - Thursday 7:30 
AM to 5:00 PM Eastern Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on 571 272 6724. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



ALB 

/Arthur Duran/ 

Primary Examiner, Art Unit 3622 



